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Art Unit: 3622 

DETAILED ACTION 

1. Claims 84-101 have been examined. Application 10/661,886 (METHOD AND 
SYSTEM FOR REDEEMING PRODUCT MARKETING REBATES) has a filing date 
09/15/2003 is a continuation of 09495819 (02/02/2000; Pat: 6748365 ), Which Claims 
Priority from Provisional Application 60154087 (09/15/1999). 

Response to Amendment 

2. In response to Non Final Rejection filed 06/29/2006, the Applicant filed an 
Amendment on 02/20/2007, which amended claims 84, 86-88 and 90-94. 

Double Patenting 

3. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 11 
F.3d 1046, 29 USPQ2d2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b). 
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Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 84-101 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1-4 of U.S. Patent No. 
6.748.365 . Although the conflicting claims are not identical, they are not patentably 
distinct from each other because they are obvious variations of each other. The Pat 
6.748.365 and the Application 10/661.886 both recites transmitting a transaction code to 
obtain a rebate offer. 

Claims 84-101 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 36-43 of 
copending Application No. 10/098.948 . Although the conflicting claims are not identical, 
they are not patentably distinct from each other because both recites transmitting a 
transaction code to obtain a rebate offer. This is a provisional obviousness-type double 
patenting rejection because the conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC § 102 
4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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Claims 84-99 and 101 are rejected under 35 U.S.C. 102(e) as being anticipated 
bv Finsterwald (US 6,039,244). 

As per claim 84, Finsterwald teaches: 

In a system where a product marketing rebate claim is submitted by a customer 
to a remote processing site having stored information relating to the accounts of a 
plurality of customers and having stored information relating to a plurality of rebate 
offers each associated with one or more products, a method of evaluating the 
satisfaction of a rebate offer associated with one or more products purchased by a 
customer in a transaction identifiable by a unique transaction identifier provided to a 
customer by a point-of sale processor at the point of sale, the method comprising the 
steps of 

(a) receiving and electronically storing at the remote processing site 
information relating to the accounts of a plurality of customers (see col 5, lines 10-25); 

(b) receiving and electronically storing at the remote processing site 
information relating to a plurality of rebate offers associated with one or more products 
(see col 3, lines 37-45); 

(c) electronically receiving and electronically storing at the remote processing 
site a record of a first transaction at the point-of-sale processor at which one or more 
products were purchased with which there was associated one or more rebate offers 
(see col 10, lines 50-67); 
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(d) assigning at the point of sale of the purchase transaction, a unique 
transaction identifier for the first transaction and providing the transaction identifier to 
the customer (see col 9, lines 5-10); 

(e) receiving from the customer at the processing site subsequent to the 
completion of the first transaction a rebate claim comprising the unique transaction 
identifier provided by the point-of-sale processor to the customer at a point of sale (see 
col 9, lines 5-25); and 

(f) using at the processing site the unique transaction identifier received from 
the customer at the processing site to electronically evaluate the satisfaction of a rebate 
offer associated with the products purchased in the first transaction (see col 10, lines 
50-67; col 3, lines 35-45). 

As per claim 85, Finsterwald teaches: 

The method of Claim 84 wherein the claim is electronically submitted by the 
customer and wherein the transaction records stored at the processing site are 
electronically accessed by the unique transaction identifier (see col 10, lines 50-67). 

As per claim 86, Finsterwald teaches: 

In a system where a product marketing rebate claim is submitted by a customer 
to a processing site having stored information relating to the accounts of a plurality of 
customers and having stored information relating to a plurality of rebate offers, a 
method of evaluating the satisfaction of a rebate offer associated with one or more 
products purchased by a customer in a transaction identifiable by a unique transaction 
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identifier provided to a customer at the point of sale of the transaction, the method 
comprising the steps of 

(a) electronically receiving and storing at a processing site an electronic 
record of a first transaction at which one or more products were purchased with which 
there was associated one or more rebate offers (see col 10, lines 50-67); 

(b) at the processing site receiving from the customer subsequent to the 
completion of the first transaction information provided to the customer at the point of 
sale including a unique transaction identifier for the first transaction (see col 9, lines 5- 
25), and 

(c) using at the processing site the unique transaction identifier received from 
the customer to evaluate the satisfaction of the rebate offers associated with the 
products purchased in the first transaction (see col 10, lines 50-67; col 3, lines 35-45). 

As per claim 87, Finsterwald teaches: 

The method of Claim 86 wherein a plurality of products purchased in the first 
transaction have a rebate offer associated therewith (see col 3, lines 35-45). 
As per claim 88, Finsterwald teaches: 

The method of Claim 86 wherein a plurality of rebate offers are associated with a 
product purchased in the first transaction (see col 6, lines 20-30). 
As per claim 89, Finsterwald teaches: 

The method of Claim 86 wherein a plurality of unique transaction identifiers is 
received from the customer at the processing site in a single submission by the 
customer (see col 9, lines 60-65). 
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As per claim 90, Finsterwald teaches: 

The method of Claim 86 wherein, in addition to the unique transaction identifier, 
the customer is provided at the time of the first transaction with information relating to a 
rebate offer associated with a product purchased in the first transaction (see col 3, lines 
35-45). 

As per claim 91 , Finsterwald teaches: 

The method of Claim 90 wherein the rebate offer information provided to the 
customer includes a dedicated accounting of products with which rebate offers are 
associated (see col 3, lines 35-45). 

As per claim 92, Finsterwald teaches: 

The method of Claim 90 wherein the rebate offer information provided to the 
customer identifies the terms of the rebate offer (see col 3, lines 35-45). 
As per claim 93, Finsterwald teaches: 

The method of Claim 90 wherein the rebate offer information provided to the 
customer includes the status of a rebate offer associated with a product purchased in 
the first transaction (see col 6, lines 20-35). 

As per claim 94, Finsterwald teaches: 

The method of Claim 90 wherein the rebate offer information provided to the 
customer includes a rebate offer number associated with a product purchased in the 
first transaction (see col 7, lines 50-60). 

As per claim 95, Finsterwald teaches: 
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The method of Claim 90 wherein information in addition to the unique transaction 
identifier is used at the processing site (see col 5, lines 10-20). 
As per claim 96, Finsterwald teaches: 

The method of Claim 95 wherein the information in addition to the unique 
transaction identifier used at the processing site includes customer identifying 
information (see col 5, lines 40-50). 

As per claim 97, Finsterwald teaches: 

The method of Claim 86 wherein the unique transaction identifier is printed on a 
receipt generated by a point-of-sale processor at the point of sale (see col 9, lines 5-10). 
As per claim 98, Finsterwald teaches: 

The method of Claim 86 but does not expressly teach wherein the unique 
transaction identifier is electronically provided to the purchaser following an on-line sale 
(see col 6, lines 20-40). 

As per claim 99, Finsterwald teaches: 

The method of Claim 86 wherein the claim is electronically submitted (see col 9, 
lines 1 5-25). 

As per claim 1 01 , Finsterwald teaches: 

The method of Claim 86 wherein the processing site includes distributed data 
processors (see figure 1). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

Claim 100 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Finsterwald (US 6,039,244). 

As per claim 100, Finsterwald fails to teach: 

The method of Claim 86 wherein the claim is submitted by mail. However, Official 
Notice is taken that it is old and well known in the business art to send promotions by 
mail. It would have been obvious to a person of ordinary skill in the art at the time the 
application was made, to know that that Finsterwald would allow customers to submit 
promotional code by mail as it is a old and well know to send promotional offers by mail. 

Response to Arguments 

6. Applicant's arguments with respect to claims 84-101 have been considered but 
are moot in view of the new ground(s) of rejection. 

Conclusion 

7. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
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shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DANIEL LASTRA whose telephone number is 571-272- 
6720 and fax 571 -273-6720. The examiner can normally be reached on 9:30-6:00. . 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, ERIC W. STAMBER can be reached on 571-272-6724. The official Fax 
number is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-91 97 (toll-free). 

Daniel Lastra 
May 5, 2007 



